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1 . Claims 26-50 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the disclosed unsaturated fatty acid derivatives, does not 
reasonably provide enablement for the full scope of the claimed fatty acid derivatives. The 
specification does not enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/or use the invention commensurate in scope with these 
claims. 

A. The instant claims recite "fatty acid derivative" and "polyisocyanate derivative" but the 
specification does not fully enable the full scope of "fatty acid derivative" and "polyisocyanate 
derivative". It is unclear how much derivation may be performed also. In re Wands has 8 
criteria, MPEP 2164.01(a), as shown below. The template uses only 3 because that's all we 
needed in a specific fact situation. You can and should use more criteria, if appropriate, to make 
your point. 

(A) The breadth of the claims; 

(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 

(E) The level of predictability in the art; 

(F) The amount of direction provided by the inventor; 

(G) The existence of working examples; and 

(H) The quantity of experimentation needed to make or use the invention based on the content of 
the disclosure. The claimed "fatty acid derivative" and "polyisocyanate derivative" encompass an 
infinite number of derivations (Wands factor A). The chemical arts are unpredictable to the ordinary 
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skilled artisan (Wands factors B, C, D, and E). The ordinary skilled artisan has not even 
contemplated all of the "derivatives" encompassed by the instant claims nor figured out how to make . 
them (Wands factors A-E). The instant specification gives scant direction as to how to make all of 
the "derivatives" encompassed by the instant claims and how to choose the ones that will function 
according to the instantly claimed invention (Wands factors F-G). It would require an undue, e.g. 
infinite, amount of experimentation to determine how to make all of the "derivatives" encompassed 
by the instant claims and then to figure out which ones will function according to the instantly 
claimed invention (Wands factor H). The claims are therefore not commensurate in scope with the 
enabling specification. 

2. Claims 26-50 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. The term "high molecular weight polyurethane" in claim 26 is a relative term which 
renders the claim indefinite. The term "high molecular weight polyurethane" is not defined by 
the claim, the specification does not provide a standard for ascertaining the requisite degree, and 
one of ordinary skill in the art would not be reasonably apprised of the scope of the invention. It 
is therefore unclear what scope the applicant intends to be "high molecular weight" given the 
relative nature of "high". 

B. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since the 
resulting claim does not clearly set forth the metes and bounds of the patent protection desired. 
See MPEP § 2173.05(c). Note the explanation given by the Board of Patent Appeals and 
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Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where 
broad language is followed by "such as" and then narrow language. The Board stated that this 
can render a claim indefinite by raising a question or doubt as to whether the feature introduced 
by such language is (a) merely exemplary of the remainder of the claim, and therefore not 
required, or (b) a required feature of the claims. Note also, for example, the decisions of Ex 
parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); 
and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 44 recites 
the broad recitation of equivalent ratios, and the claim also recites the narrower range denoted by 
"preferably" which is the narrower statement of the range/limitation. 

C. The instant lcaim 46 recites a molecular weight of a polymeric species without specifying 
average nor the type of average molecular weight and the instant specification does not describe 
a polydispersity of exactly one. It is therefore unclear what type of polymer molecular weight is 
intended. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claims 26-50 are rejected under 35 U.S.C. 102(b) as being anticipated by US Pat. 
No. 6462127 Ingrisch et aL 

Ingrisch discloses the instantly claimed polyurethane dispersions at the abstract; column 1, 
lines 4-67; column 2, lines 1-67; column 3, lines 1-67, particularly 44-67 which broadly 
encompasses the instantly claimed invention; column 4, lines 1-67, particularly 18-67, which 
encompasses the instantly claimed ingredients and amounts thereof. It is noted that the instant 
claim recites ">12" regarding component A and the disclosure's preferred amount of the 
instantly claimed component A is 0.3-12%. However, the instant claims recite "comprise", 
which encompasses the instant components of the patentee. The instantly claimed amounts 
appear to be based only on the claimed components, not the additional components encompassed 
by "comprise". The ingredients of column 5, lines 1-8 are additional to those of the instant 
claims. Taking the amounts of column 5, lines 1-8 of the patentee from the patentee's 
composition and using the larger amounts of the instantly claimed component A of the patentee 
gives amounts within those of the instant claims since removing the amounts of column 5, lines 
1-8 lowers the amount of the denominator used to calculate the amounts. Furthermore, the 
amounts overlap due to experimental error in making such measurements and because the 
broader disclosure of the patentee encompasses larger than the preferred amounts of the instantly 
claimed component A. Note also column 5, lines9-67; column 6, lines 1-67, column 7, lines 1- 
67; column 8, lines 1-67; column 9, lines 1-67; column 10, lines 1-19, which encompasses the 
instantly claimed high molecular weight; ; column 11, lines 18-67; column 12, lines 1-67; 
column 13, lines 1-44 which discloses the instantly claimed substrates; and the remainder of the 
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document which encompasses the limitations of the remaining claims, particularly the examples 
and the claims. 

6. Claims 26-50 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Pat. No. 6462127 Ingrisch et al.. 

Ingrisch discloses the instantly claimed polyurethane dispersions at the abstract; column 1, 
lines 4-67; column 2, lines 1-67; column 3, lines 1-67, particularly 44-67 which broadly 
encompasses the instantly claimed invention; column 4, lines 1-67, particularly 18-67, which 
encompasses the instantly claimed ingredients and amounts thereof. It is noted that the instant 
claim recites u >12" regarding component A and the disclosure's preferred amount of the 
instantly claimed component A is 0.3-12%. However, the instant claims recite "comprise", 
which encompasses the instant components of the patentee. The instantly claimed amounts 
appear to be based only on the claimed components, not the additional components encompassed 
by "comprise". The ingredients of column 5, lines 1-8 are additional to those of the instant 
claims. Taking the amounts of column 5, lines 1-8 of the patentee from the patentee's 
composition and using the larger amounts of the instantly claimed component A of the patentee 
gives amounts within those of the instant claims since removing the amounts of column 5, lines 
1-8 lowers the amount of the denominator used to calculate the amounts. Furthermore, the 
amounts overlap due to experimental error in making such measurements and because the 
broader disclosure of the patentee encompasses larger than the preferred amounts of the instantly 
claimed component A. Note also column 5, lines9-67; column 6, lines 1-67, column 7, lines 1- 
67; column 8, lines 1-67; column 9, lines 1-67; column 10, lines 1-19, which encompasses the 
instantly claimed high molecular weight; ; column 11, lines 18-67; column 12, lines 1-67; 
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column 13, lines 1-44 which discloses the instantly claimed substrates; and the remainder of the 
document which encompasses the limitations of the remaining claims, particularly the examples 
and the claims. 

It would have at least been obvious to one of ordinary skill in the art at the time of the 
instantly claimed invention to use the ingredients and amounts thereof and the reaction 
parameters of the instant claims in making the dispersions of the patentee because these are 
encompassed by the disclosure of the patentee and would have been expected to give the 
properties of the dispersions of the patentee. It would have at least been obvious to one of 
ordinary skill in the art at the time of the instantly claimed invention to use the instantly claimed 
amounts of the instantly claimed component A in the dispersions of the patentee because using 
one molecule more of the preferred amounts of the patentee that read on the amounts of the 
instant claims will not give a measurably different result and will give only predictable results to 
the ordinary skilled artisan. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone number is 571-272-1 121 . The 
examiner can normally be reached on Monday to Thursday from 1 0 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-iree) 





'atriclrE). Niland 
Primary Examiner 
Art Unit 1714 



